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REMARKS 

Claims 74, 75, 77-86 r 88-89, 92-94, 96, 1 02-1 06, 1 08, 1 09, 1 1 1 , 1 1 3, 1 1 4, 1 1 6, 1 1 8 

and 120-122 are pending in the present application. Applicants file this response to the 

non-final Action mailed 2/1/06. 

Referring to claim 74, the method recites limitations of previou sly pending claim 76 
which was rejected under 103 over Hirano and Gardner. Applicants respectfully submit 
that the Office has failed to establish a prima facie 103 rejection for at least the following 
compelling reasons. 

To establish a prima facie case of obviousness, three basic c riteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in th 3 art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. See, e.g., MPEP §2* 43 (8 th ed., rev. 3). 

MPEP 2142 (8 lh ed., rev. 3) states that the concept of prim .i facie obviousness 
allocates who has the burden of going forward with production of evidence in each step of 
the examination process and the examiner bears the initial burden of factually supporting 
any prima facie conclusion of obviousness. The examiner bears tie initial burden of 
factually supporting any prima facie conclusion of obviousness, that is, the initial burden 
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is on the examiner to provide some suggestion of the desirability of doing what the 
inventor has done . MPEP §2142 (8 th ed. s rev. 3). 

Applicants respectfully submit the motivational rationale is insufficient in view of 
precedent set forth by the Federal Circuit, and accordingly, the Office has failed to meet 
their burden of establishing a proper prima facie 103 rejection. 

The Federal Circuit discussed proper motivation In re Lee, 61 USPQ 2d 1 430 (Fed. 
Cir. 2002). The Court in In re Lee stated the factual inquiry whether to combine references 
must be thorough and searching . It must be based on objective evidence of record . The 
Court in In re Fritch, 23 USPQ 2d 1780, 1783 (Fed. Cir. 1 992) stated motivation is provided 
only by showing some objective teaching in the prior art or that knowledge generally 
available to one of ordinary skill in the art would lead that individual to combine the relevant 
teachings of the references. The Lee Court stated that the Exa miner's conclusorv 
statements in the Lee case do not adequately address the issue of motivation to combine. 
The Court additionally stated that the factual question of motivation is material to 
patentability and cannot be resolved on subjective belief and unkn iwn authority. The 
Court also stated that deficiencies of cited references cannot be mmedied by general 
conclusions about what is basic knowledge or common sense but rat ler specific factual 
findings are needed. The Court further stated that the determination of patentability must 
be based on evidence. MPEP 2143.01 (8 th ed., rev. 3) cites In re Lee and states the 
importance of relying upon objective evidence and making snechlc factual findings 
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with respect to the motivation to combine references. 

The teachings of col. 2, lines 34-35 of Gardner relied upon by ths Office as allegedly 
providing motivation to combine the reference teachings are relevant to the teachings of 
Gardner and have not been demonstrated to be applicable to Hirano In particular, there 
is no evidence of record that the teachings of Gardner would provide any improvements 
or benefits to the technology and arrangements of Hirano to motivate one to combine the 
teachings of Gardner with the teachings of Hirano. The Office baldly alleges on page 5 of 
the Action that the combination is appropriate to reduce non-uniformiti as that interfere with 
subsequent lithography steps and improving the process yield of jevices. However, 
Applicants have failed to uncover any evidence that Hiano suffers from any problems with 
respect to "surface non-uniformities" to motivate one of skill in the art to look for solutions 
with respect thereto. 

Further, Gardner is not concerned with formation of emitters; or that the emitter 
teachings of Hirano would be preserved by the combination of the teachings of Gardner. 
More specifically, the CMP planarization of Gardner forms a resultan' planar surface void 
of any structures to accommodate an emitter. There is no evidence cf record that emitter 
constructions of Hirano are compatible with the CMP planarization cf planar surfaces of 
Gardner. 

In sum, Gardner and Hirano are directed towards entirely different transistor 
constructions and Gardner has not been demonstrated to be applicable to transistor 
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constructions which include emitters. There is no evidence that any improvements result 
from the combination or that one would otherwise be motivated to combine the reference 
teachings. Applicants respectfully submit that the Office has failed to meet their burden 
of establishing motivation to combine the reference teachings and tho Office has failed to 
establish a proper prima facie 1 03 rejection for at least this reason. Applicants respectfully 
request allowance of claim 74 in the next Action for the above-me ntioned compelling 
reasons. 

Furthermore, proper prima facie 1 03 rejections require all limitations of the claim to 
be taught by the prior art. However, even if the prior art refererces are combined, 
positively-recited limitations of the claims are not disclosed nor suggeisted by the prior art 
and the rejection is improper for this additional reason. More specifically, Gardner is void 
of emitter teachings or alignment teachings of claim 74. In particu ar, Applicants have 
failed to uncover any teachings in the art taken alone or in combination of polishing to form 
a gate aligned with the channel region of the semiconductive maierial as specifically 
claimed. Applicants respectfully submit that the Office has failed to establish a prima facie 
103 rejection of claim 74 for this additional compelling reason. 

The claims which depend from independent claim 74 are in condition for allowance 
for the reasons discussed above with respect to the independent claim as well as for their 
own respective features which are neither shown nor suggested by tie cited art. 

Referring to independent claim 79, the method recites pro/iding a plurality of 
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semiconductive regions and wherein at least one of the semiconductor regions comprises 
an emitter. Applicants have failed to uncover any teachings regarding an emitter In 
Gardner and accordingly pending claim 79 is not anticipated by Gaidner. Furthermore, 
there is no motivation to modify or combine the teachings of Garc ner to arrive at the 
limitations of claim 79 and claim 79 is not obvious. Applicants -espectfully request 
allowance of claim 79 in the next Action. 

The claims which depend from independent claim 79 are in condition for allowance 
for the reasons discussed above with respect to the independent claim as well as for their 
own respective features which are neither shown nor suggested by Ihe cited art. 

Referring to claim 83, the method defines providing one of the semiconductive 
regions comprising a plurality of emitters . Referring to page 3 of the Action, the Office 
states that col. 5, lines 64-67 of Hirano allegedly disclose the plurality of emitters. 
Applicants respectfully disagree. The teachings of Hirano relied upoi by the Office state 
that emitter portions 14 and regions 17 are alternately formed or the surface of the 
substrate. The formation of a plurality of emitters 14 using sepaiate semiconductive 
regions and alternated with a plurality of source regions 1 7 fails to disolose or suggest one 
of the semiconductor regions comprising a plurality of emitters as specifically claimed. 
Positively recited limitations of claim 83 are not disclosed nor sugge sted by the prior art 
and claim 83 is allowable for at least this reason. 

The claims which depend from Independent claim 83 are in condition for allowance 

S:\MI30\D68M04. wpd 17 



PAGE 22/28 1 RCVD AT 6/1/2006 7:23:50 PM [Eastern Daylight Time] ' SVR;USPT0-EFXRF-1/9 1 DNISOTOO ' CSID:5098383424 ■ DURATION (mm*s]:07O0 



* 

08/01/2006 16:28 FAX 5098383424 



WELLS ST JOHN PS 



g)023/028 



Appl. No. 10/072,415 

Amrit dated 06/01/2006 

Response to Office Action dated 02/01/2006 

for the reasons discussed above with respect to the independent claim as well as for their 
own respective features which are neither shown nor suggested by tie cited art. 

For example, referring to claim 86, Applicants respectfully SLbmit the Office has 
failed to establish motivation in accordance with Federal Circuit authority to combine the 
reference teachings and the rejection is improper. Initially, Gardner is void of emitter 
teachings and accordingly Applicants respectfully submit that one of skill in the art would 
not be motivated to look to Gardner for meaningful teachings regardir g emitters, let alone 
meaningful teachings regarding a height relationship of an emitter tip to a semiconductive 
region . The Office alleges that the combination is appropriate on pa-je 6 of the Action to 
reduce surface non-uniformities that interfere with subsequent lifrography steps and 
improving process yield. Applicants respectfully submit the motivatio i is improper for the 
reasons set forth above. Also, Applicants submit that the Office has fa led to submit proper 
objective or other evidence that extending a surface of a gate and a surface of a 
semiconductor region above a tip would result in a more planarized surface as alleged, or 
that even if one were to combine the teachings that any improvements to the prior art 
structures would result from the combination to motivate one to combine the reference 
teachings. Applicants respectfully submit the Office has failed to me et their burden with 
respect to establishing proper motivation and the 1 03 rejection is impi operfor at least this 
reason. 

Furthermore, even if the references are combined, the combination fails to disclose 

S:\MI30\083W04.wpd 1 8 
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or suggest limitations of claim 86 and the 103 rejection is improper for this additional 
reason. The method recites a tip of one of the emitters elevation zlly below an upper 
surface of the gate and an upper surface of another one of the sem>conductive regions. 
The Office states on page 6 of the Action that Hirano fails to teach a tip elevationally below 
an upper surface of a source. The Office identifies structure 1 1 0A of Fig. 1 J in support of 
the rejection and to cure these deficiencies of Hirano. However, Fic. 1J fails to disclose 
an emitter and accordingly fails to teach any relationship of a tip of an emitter below an 
upper surface of a semiconductive region as claimed. Accordingly, e /en if the references 
are combined, the combination of prior art teachings fails to disclose cr suggest limitations 
of claim 86 and the 103 rejection is improper for this additional reason. 

Independent claim 89 recites limitations of previously pending claim 91 which was 
rejected under 1 03. Applicants submit there is no motivation to combine the teachings of 
Gardner with the teachings of Hirano for the compelling reasons rrentioned above. In 
addition, the alleged motivation provided by the Office is not supported by objective 
evidence of record. More specifically, on pages 4-5 of the Action, the Office states reasons 
for the combination and relies upon the teachings of col. 5, line* 20-26 of Gardner. 
However, these teachings are void of disclosing precise control or Improvement of 
performance of a device as alleged by the Office as the rationale to support the 1 03 
rejection. The alleged motivation is not supported by objective evidence of record and 
Applicants respectfully assert the Office has failed to establish a proper 103 rejection for 
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at least this reason. 

The claims which depend from independent claim 1 03 are in cor idition for allowance 
for the reasons discussed above with respect to the independent clain as well as for their 
own respective features which are neither shown nor suggested by t le cited art. 

Referring to claim 93, the method recites limitations of previously pending claim 95. 
Claim 93 now recites the semiconductor regions comprise an upper s urface substantially 
elevationally coincident with an upper surface of a gate . The Office on page 4 of the 
Action relies upon Fig. 1 J of Gardner in support of the rejection. However, Fig. 1J shows 
upper surfaces of oxide 1 06A, 1 06B coincident with the upper surface of the gate. Gardner 
fails to disclose or suggest limitations of claim 93 and the method is <: llowable for at least 
this reason. 

The claims which depend from independent claim 93 are in cor idition for allowance 
for the reasons discussed above with respect to the independent claim as well as for their 
own respective features which are neither shown nor suggested by t le cited art. 

Referring to independent claim 102, the method recites limitations of previously 
pending claim 107 including providing the drain region comprisng a field emitter. 
Applicants have failed to uncover any teachings or concern of Gardnor with respect to an 
emitter. There is no motivation to combine the teachings of Harino vith the teachings of 
Gardner. On page 5 of the Action, the Office relies upon polishing teachings of Garder as 
providing support for the combination of references. The polishing of Gardner fails to 
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motivate one to modify Hirano to arrive at the method of daim 1 02. Ir addition, the Office 
has failed to provide objective evidence that any improvement results f om the combination 
of Gardner with Hirano to motivate one to combine the reference t€ achings. Applicant 
notes that the corresponding previously pending independent claim was rejected over 
Gardner not Harino. Applicants submit that it is erroneous to modify Harino by Gardner 
when Gardner was used as the primary reference and Harino fails tc disclose numerous 
limitations of the claim (e.g., Harino uses a mask 13a over the gate), " he Office has failed 
to meet their burden of establishing proper motivation and claim 102 is improper for at least 
this reason. 

The claims which depend from independent claim 1 02 are in condition for allowance 
for the reasons discussed above with respect to the independent claim as well as for their 
own respective features which are neither shown nor suggested by tie cited art. 

Referring to independent claim 108, the method recites limitations of previously 
pending claim 1 10 including providing the drain comprising afield emitter. Applicants have 
failed to uncover any teachings or concern of Gardner with respect t:> an emitter. There 
is no motivation to combine the teachings of Harino with the teachings of Gardner. On 
page 5 of the Action, the Office relies upon polishing teachings of Gardner as providing 
support for the combination of references. The polishing of Gardner 'ails to motivate one 
to modify Hirano to arrive at the method of claim 110. In addition, the* Office has failed to 
provide objective evidence that any improvement results from the combination of Gardner 
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with Hirano to motivate on© to combine the reference teachings. Applicants submit that 
it is erroneous to modify Harino by Gardner when Gardner was used as the primary 
reference and Harino fails to disclose numerous limitations of the claim. The Office has 
failed to meet their burden of establishing proper motivation and claim 1 10 is improper for 
at least this reason. 

The claims which depend from independent claim 1 1 0 are in co edition for allowance 
for the reasons discussed above with respect to the independent claim as well as for their 
own respective features which are neither shown nor suggested by tne cited art. 

Referring to claim 116, the teachings of Hirano of col. 5 oi alternating emitter 
projection portions 14 and source regions 17 on a surface of a subslrate fails to teach or 
suggest the claimed providing of the drain semiconductive [egion comprising a plurality of 
emitters as positively claimed. Limitations of claim 1 16 are not disclosed nor suggested 
by the prior art and the rejection of claim 1 16 is improper for at least this reason. 

Referring to claim 1 1 8, as discussed in further detail above witt respect to claim 86, 
there is no motivation to combine the reference teachings and the rejection of claim 118 
is improper for at least this reason. In addition, even if the references are combined, the 
combination fails to disclose or suggest the providing one of the semiconductor regions 
comprises forming a tip of the emitter elevationallv be low an upper suiace of the gate and 
an upper surface of another one of the semiconductive regions . Th*> Office has failed to 
establish a proper prima facie 1 03 rejection for at least these compellir g reasons and claim 
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1 1 8 is allowable. 

Applicants hereby add new claims 120-122 which are supported at least by the 
teachings of Figs, 5-8 and 16-17 and associated specification teach ngs of the originally 
filed application, 

Applicants request allowance of all pending claims. 

The Examiner is requested to phone the undersigned if the Examiner believes such 
would facilitate prosecution of the present application. The undersigned is available for 
telephone consultation at any time during normal business hours (Pacific Time Zone), 



Respectfully submitted, 




Jamd^D. Shaurette 
Reg. No. 39,833 



23 
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